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DETAILED ACTION 

1 . This is in response to the applicant's communication filed on May 1 1 , 2001 . 
Claims 1-78 are currently pending. 

Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted on August 6, 2001 is being 
considered by the examiner. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1-39 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1 ) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example) and therefore are found to be non-statutory 
subject matter. For a process claim to pass muster, the recited process must somehow 
apply, involve, use, or advance the technological arts. 
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In the present case, claims 1-39 only recite an abstract idea. The recited steps 
of merely receiving an inquiry, access the information, determining a licensing amount, 
updating a parameter and allowing an item to be used does not apply, involve, use, or 
advance the technological arts since all of the recited steps can be performed in the 
mind of the user or by use of a pencil and paper. These steps only constitute an idea of 
how to manage multiple contracts. There is not technology recited in the body of the 
claims. 

As to technological arts recited in the preamble, mere recitation in the preamble 
(i.e., intended or field of use) or mere implication of employing a machine or article of 
manufacture to perform some or all of the recited steps does not confer statutory 
subject matter to an otherwise abstract idea unless there is positive recitation in the 
claim as a whole to breathe life and meaning into the preamble. In the present case, 
none of the recited steps are directed to anything in the technological arts as explained 
above with the exception of the recitation in the preamble that the method is "a 
computer implemented method". Looking at the claim as a whole, nothing the body of 
the claim recites any structure or functionality to suggest that a computer performs the 
recited steps. Therefore, the preamble is taken to merely recite a field of use. 



Application/Control Number: 09/854,330 
Art Unit: 3629 



Page 4 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1-27, 31-66, and 70-78 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Ginter et al (US 2004/0133793) (hereinafter referred to as Ginter). 
Referring to Claims 1 and 40: 

Ginter discloses a computer implemented method and medium for managing 
multiple contracts ([0012] electronic contract), comprising: 

receiving an inquiry ([0012] electronic contract, [0053], [0078-0081] Electronic 
content, [0093], [0161-0162], Figures 72A-72D, [0137]; 

accessing information comprising a set of one or more associated contract terms 
pertaining to the plurality of contracts ([0058], [0061-0067], [0078], [0093], [0107]) 

determining a plurality of contracts that are implicated by the inquiry ([0161- 

0166]) 

processing the inquiry based upon one or more applicable contract terms ([0161- 
0163], 0247]); 
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Referring to Claims 10 and 49: 

Ginter discloses a computer implemented method and medium for managing 
multiple contracts ([0012] electronic contract), comprising: 

receiving a first inquiry regarding a first resource under a particular contract 
([0012] electronic contract, [0053], [0078-0081] electronic content, [0093], [0161-0162], 
Figures 72A-72D, [0137]); 

accessing information pertaining to the contract, the information comprising 
quota parameter which specifies a quota of resources that can be consumed under the 
contract, and one or more contract terms associated with the contract ([0161-0162], 
[0166] metering the number of copies, Figures 3 and 4, [0426-0433]); 

determining a first amount attributable to obtaining the first resource by applying 
one or more of the contract terms ([0012], [0405] how much it costs to use the content, 
[0410-041 1] specify how much it costs, [0426-0431]; Figure 26A (944) number of rights 
record; Figure 50d (1718)); 

updating the quota parameter based upon the first amount (Figure 61 (2239) 
update Meter, [0393]); and 

allowing the first resource to be used under the contract ([0062] Figure 3 (402) 

GO). 
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Referring to Claims 31-33 and 70-72: 

Ginter discloses a computer implemented method and medium for managing 
multiple contracts ([0012] electronic contract), comprising: 

receiving a first inquiry regarding obtaining a first resource under a particular 
contract ([0012] electronic contract, [0053], [0078-0081] electronic content, 
[0093],[01 61 -01 62], Figures 72A-72D, [01 37]; 

accessing information pertaining to the contract, the information comprising 
quota parameter which specifies a quota of resources that can be consumed under the 
contract, and one or more contract terms associated with the contract ([0161-0162] 
parameters, [0166] metering the number of copies, Figures 3 and 4, [0214], [0426- 
0433]); 

accessing one or more other sets of information pertaining to one or more 
contract terms pertaining to one or more other contracts related to the contract ([0012] 
and [0161-0162], Figures 3-4, [0061] [0077-0081]; ■ 

processing the information to derive one or more applicable contract terms that 
apply to the inquiry by reconciling the information to extract the applicable contract 
terms [0163-0165]; 

determining a first amount attributable to obtaining the first resource by applying 
one or more of the contract terms ([0012], [0405] how much it costs to use the content, 
[0410-0411 specify how much it costs, [0426-0431]; Figure 26A (944) number of rights 
record; Figure 50d (1718); 
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updating the quota parameter based upon the first amount (Figure 61 (2239) 
update Meter, [0393]); and 

allowing the first set of software to be used under the contract ([0062] Figure 3 
(402) GO). 

Referring to Claims 2, 9, 41 and 48: 

Ginter discloses wherein processing and reconciling comprises: 

processing each of the plurality of contracts in a particular order ([0163-0165]); 

determining whether the contract has a contract term that applies to the inquiry 
([0163-0165], [0247]); 

upon finding a contract term, including the term as one of the one or more 
applicable contract terms ([0161-0165]). 

Referring to Claims 3 and 42: 

Ginter discloses determining which particular contract is being invoked by the 
inquiry and determining at least one other contract that is related to the particular 
contract ([0248-0273]). 

Referring to Claims 4 and 43: 

Ginter discloses wherein the particular contract and the other contract are related 
to each other through a hierarchy ([0249-0255]). 
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Referring to Claims 5 and 44: 

Ginter discloses determining whether a set of contract terms associated with a 
particular contract comprises a contract term that applies to the inquiry; and 

in response to the determination that terms do not apply, determining whether 
the terms of the other contract applies to the inquiry ([0239], [1 112]). 

Referring to Claims 6 and 45: 

Ginter discloses in response to a determination that the set of contract terms 
associated with the particular contract do apply, including the contract term as one of 
the one or more applicable contract terms ([0163-0164]). 

Referring to Claims 7 and 46: 

Ginter discloses in response to a determination that the set of contract terms 
associated with the other contract does apply, including the term in the one or more 
applicable contract terms ([01 63-01 64]). 

Referring to Claims 8 and 47: 

Ginter discloses wherein the contract terms associated with a particular one of 
the plurality of contracts may differ from the contract terms associated with another of 
the plurality of contracts, and wherein processing the information comprises reconciling 
the terms to derive one or more applicable contract terms ([0161-0165]). 
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Referring to Claims 11-15 and 50-54: 

Ginter discloses wherein the first resource comprises a product, a service, a 
license to a set of property, wherein the property comprises intellectual property or 
proprietary information ([0025-0030], [0046-0053], [0071]). 

Referring to Claims 16-19 and 55-58: 

Ginter discloses wherein the one or more contract terms comprises an uplift, a 
discount, a multiplier or an additional resource to be included with the first resource 
([0174], [0186-0190]). 

Referring to Claims 20 and 59: 

Ginter discloses Receiving a second inquiry regarding obtaining a second 
resource under the particular contract ([0025], [0046-0052], [0071], [0093], [0161-0162], 
[0174]).; 

accessing the information pertaining to the particular contract ([0161-0162], 
Figures 3 and 4 [0214], [0426-0433]); 

determining a second amount attributable to obtaining the second resource by 
applying one or more contract terms ([0012] [0405], [0410-0411], [0426-0431], Figure 
26A(944), Figure50d(1718)); 

updating the quota parameter based on the second amount (Figure 61 (2239) 
[0393]); and 
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allowing the second resource to be obtained under the contract ([0062] Figure 3 
(404) GO). 

Referring to Claims 21 and 60: 

Ginter discloses wherein the second resource is of a different type than the first 
resource ([0012], [0061], [0107], [0161]) 

Referring to Claims 22 and 61 : 

Ginter discloses herein the one or more contract terms applied to determine the 
first amount are different from the one or more contract terms applied to determine the 
second amount ([01 61 -01 65]). 

Referring to Claims 23 and 62: 

Ginter discloses wherein the one or more contract terms applied to determine the 
first amount are the same as the one or more contract terms applied to determine the 
second amount ([0161-0165]). 

Referring to Claims 24 and 63: 

Ginter discloses reducing the quota parameter by the first amount (Figure 61 
(2239), [0393], [0161]). 
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Referring to Claims 25 and 64: 

Ginter discloses wherein the first inquiry specifies one or more additional inquiry 
parameters and wherein the first amount is determined based upon at least one or more 
additional inquiry parameters (Figure 72A-72D). 

Referring to Claims 26 and 65: 

Ginter discloses wherein at least one or the one or more additional inquiry 
parameters is specifiable by a sender of the inquiry (Figure 72A-72D). 

Referring to Claims 27 and 66: 

Ginter discloses determining, using additional inquiry parameters, which of the 
one or more contract terms apply to the first inquiry ([0161-0165]). 

Referring to Claims 34-35, 37-39, 73-74, and 76-78: 

Ginter discloses processing the set of information in a particular order, searching 
as each set is processed for contract terms that apply and finding a contract term that 
applies ([0161-0165]) 

Referring to Claims 36 and 75: 

Ginter discloses, in response to a determination that the information does not 
comprise a contract term that applies, deriving the one or more applicable contract 
terms form other sets (0161-0165]) 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 28-30 and 67-69 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Ginter. 

Referring to Claims 28-30 and 67-69: 

Ginter discloses a computer-implemented method for managing multiple contract 
([0012] electronic contract). Ginter discloses usage auditing, reporting, and payment 
[0078]. 

Ginter does not disclose determining a refund amount and updating the quota 
parameter based upon the refund. 

However, it would have been obvious to one of ordinary skill in the art to 
incorporate into the disclosure of Ginter a refund mechanism since it makes good 
business sense to provide a credit for unused portions so as to maintain customer 
satisfaction and loyalty. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Janice A. Mooneyham whose telephone number is (571) 
272-6805. The examiner can normally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571 ) 272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




'Jan Mooneyham 
Patent Examiner 
Art Unit 3629 



